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ASPIRIN

CELLOPHANE

ESCALATOR

HEROIN LINOLEUM

MIMEOGRAPH TRAMPOLINE

SPANDEX

YO-YO ZIPPER

“Will our mark be next?”
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A slippery slope?



The 2010 Midwest Intellectual Property InstituteThe 2010 Midwest Intellectual Property Institute

Do:

1. Do use a 
trademark in 
distinct type.

Typical Trademark “Rules” of Use

Don’ts:

1. Don’t use a mark 
as a noun.

2. Don’t use a mark 
2. Do use a mark as 

an adjective. 

3. Do use a mark 
with notice of its 
status.

2. Don’t use a mark 
as a verb.

3. Don’t change a 
mark's form.

4. Don’t use a mark in 
a possessive form.
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It’s An 

Adjective
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But This Is 

A Noun
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This Could Be 

A Verb

Why BING?

It has potential It has potential 

“to verb up.”

Steve Ballmer 

Microsoft CEO 
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And This Is 

A Verb
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What Will Your Mark 

Become?
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Or

The nextThe next

Or
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� Section 14 of the Trademark Act, 15 U.S.C. 

§1064(3):

� "The primary significance of the registered mark to 

the relevant public ... shall be the test..." 

Test for Genericness

the relevant public ... shall be the test..." 

� In re 1800Mattress.com IP, LLC, 586 F.3d 1359, 92 

USPQ2d 1682 (Fed. Cir. 2009)
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Abandonment of Mark:

� Section 45 of the Trademark Act, 15 
U.S.C. §1127:
• "A mark shall be deemed to be 'abandoned' if 
either of the following occurs:

......

(2) When any course of conduct of the owner, 
including acts of omission as well as 
commission, causes the mark to become the 
generic name for the goods or services on or 
in connection with which it is used or 
otherwise to lose its significance as a mark. 
..." 
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Evidence of Genericness
Trademark owner's misuse of its own mark is 

very persuasive evidence

� CVP Systems, Inc. v. M-Tek Incorporated, 32 
USPQ2d 1951 (ND IL 1994):

“The picture that has emerged from the evidence of record is 
that respondent, in its efforts to persuade the poultry industry 
. . . to use its packaging machines, attempted to generate 
recognition by equating the brand with the product. These 
attempts succeeded and those connected with the poultry 
industry began to view and use CVP in a generic manner for 
packaging machines and the packaging process.”

(Emphasis added.)
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� In re Gould Paper Corp., 834 F.2d 1017, 5 

USPQ2d 1110 (Fed. Cir. 1987)

• SCREENWIPE generic for cloths for cleaning 

Cont’d: Evidence: owner's misuse

• SCREENWIPE generic for cloths for cleaning 

computer and television screens
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� In re Wm. B. Coleman Co., 93 USPQ2d 2019 

(TTAB 2010)

• ELECTRIC CANDLE COMPANY generic for 

Cont’d: Evidence: owner's misuse

• ELECTRIC CANDLE COMPANY generic for 

lighting fixtures
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Cont’d: Evidence: owner's misuse
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Cont’d: Evidence: owner's misuse
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• competitors using it in a highly descriptive or 
generic manner,

• media usage including by writers and journalists 
in articles, 

• use by anyone on websites,

Evidence of Genericness

Third-party uses of your mark

• use by anyone on websites,

• including social media,

• inclusion in  dictionaries as a noun or verb 
relating to the goods or services 

� Surveys are important evidence regarding whether 
or not a term is generic as the test is "the primary 
significance of the mark to the relevant public"



The 2010 Midwest Intellectual Property InstituteThe 2010 Midwest Intellectual Property Institute



The 2010 Midwest Intellectual Property InstituteThe 2010 Midwest Intellectual Property Institute

Diane Prange



The 2010 Midwest Intellectual Property InstituteThe 2010 Midwest Intellectual Property Institute

Marketing Considerations 

� Memorability

� Distinctiveness

� Fit to concept

� Emotional bonding

� Latent association

� Trademark availability

� URL/domain 

� Brand architecture

All trademarks and logos are property of their respective owners
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Re-writing the Rules

� Semantics or Syntax?

� Nouns speak louder than adjectives

� Noun/verbs speak even louder

All trademarks and logos are property of their respective owners
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Verbing Up

All trademarks and logos are property of their respective owners
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In other verbs 

All trademarks and logos are property of their respective owners
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Is The Mark Really At Risk For Becoming 

Generic?

Considerations For Whether to 

Follow “The Rules”: 
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� New type of product with no established 

generic name?

• Rollerblades® 

Considerations:

• Rollerblades® 

(in-line skates)

• Photoshop® 

(image editing software)
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� Highly descriptive words for unique type 

of product?

• Electric Candle Company 

(“lighting fixtures”)

Considerations:

(“lighting fixtures”)

• Screenwipe 

(cloths for cleaning computer 

& television screens)
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� Dominant market position?

• Xerox®

(photocopiers)

Considerations:

(photocopiers)

• Jell-O®

(gelatin) 

• Q-Tips®

(cotton swabs)
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� User unfriendly generic (complicated / long / not 

well-known) combined with leading position? 

• Jet Ski®

(personal watercraft)

Considerations:

(personal watercraft)

• Aspirin  

(acetylsalicylic acid pain reliever)

• Frisbee®

(flying disc)
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Considerations:

� In your experience, do people use the 

brand as a generic reference?

� Is it likely they ever will?� Is it likely they ever will?
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